
The Copyright Office has announced a study that
may result in an expanded set of rights for authors,
performers, and phonogram producers. This effort

may lead to legislation U.S. Copyright Law, and its imple-
mentation could affect Tennessee’s music industry. 

This effort grows out of the United States’ membership
in the WIPO Copyright Treaty (WCT) and the WIPO
Performances and Phonograms Treaty (WPPT). The WCT
provides that authors of literary and artistic works “shall
enjoy the exclusive right of authorizing any communication
to the public of their works, by wire or wireless means,
including the making available to the public of their works
in such a way that members of the public may access these
works from a place and at a time individually chosen by
them (WCT Article 8), while the WPPT contains similar

provisions for performers and phonogram producers with
regard to their fixed performances and their phonograms,
respectively (WPPT Articles 8 and 10). 

The United States implemented the WIPO Internet
Treaties through the Digital Millennium Copyright Act
(DMCA) in 1998. Congress did not, however, amend
U.S. law to include explicit references to “making avail-
able” and “communication to the public,” concluding
that Title 17 already provided those rights. The lack of
explicit references to these rights in U.S. law, however,
has led some courts and commentators to express uncer-
tainty over how the existing rights in Title 17 may apply
to various methods of making of copyrighted works
available to the public, including in the digital environ-
ment. (http://copyright.gov/docs/making_available/)

Congress asked the Copyright Office to consider three
topics:

1. how the existing bundle of exclusive rights under
Title 17 covers the making available and communi-
cation to the public rights in the context of digital
on-demand transmissions such as peer-to-peer
networks, streaming services, and music downloads,
as well as more broadly in the digital environment; 

2. how foreign laws have interpreted and implemented the
relevant provisions of the WIPO Internet Treaties; and 

3. the feasibility and necessity of amending U.S. law to
strengthen or clarify our law in this area. 

The Copyright Office has asked for public comments,
including relevant judicial interpretations, the experience
of other nations, and constitutional considerations. IP
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INTELLECTUAL PROPERTY SPRING INSTITUTE

The date has been set for the Intellectual Property
Spring Institute, which will be held April 17, 2014,
at the Tennessee Bar Center in downtown

Nashville. Stay tuned for the agenda. 
Don’t miss this opportunity to learn something new and

network with other practitioners. IP

CLE OPPORTUNITIES
In case you missed the Intellectual Property Section’s Spring
Institute, take heart — most of the presentations are avail-
able online, and you can still get CLE credit by signing up
through TNBARU. Here are the links to online videos of
the excellent presentations that you missed! They will be
available to view on the TBA website until May 2015.

• Section 101: Software and Bio-Patents
Presented by Gary Montle & Hilary Lang, Waddey
& Patterson PC
https://cle.tba.org/catalog/course/3031

• Recent Developments in Copyright Law
Presented by Suzanne Kessler & Laurie Hughes,
Hughes-Kessler Consulting
https://cle.tba.org/catalog/course/3032

• Trademark Law: Reverse Confusion
Paul Kruse, Bone, McAllester, & Norton PLLC

• Rights of Publicity
Presented by Brittany Simpson & Maia Wood-
house, Baker, Donelson, Bearman, Caldwell &
Berkowitz PC
https://cle.tba.org/catalog/course/3033

• Design Patents & the Patent Law Treaties
Implementation Act of 2012
Presented by Douglas Johnson, Miller & Martin
PLLC
https://cle.tba.org/catalog/course/3034
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ANOTHER REASON NOT TO POST LYRICS ON FACEBOOK
People who post lyrics to songs on the internet sometimes
get notice that they have committed an infringement.
However, they rarely expect to be arrested. That’s what
happened to a Kentucky man.

Billboard reports that James Evans was arrested and
charged for supposedly making a threat after he posted
song lyrics on Facebook. At issue were lyrics of the song
“Class Dismissed (A Hate Primer)” by the band Exodus.
The graphic lyrics, which were written after the Virginia
Tech attack, were interpreted as evidence of a threat by
Evans, who appears to be an ordinary guy who just likes
the song. The ACLU is taking over his defense. You can
read the full story here: http://www.billboard.com/
articles/business/6244129/exclusive-james-evans-exodus-
lyrics-facebook-jail.

COPYRIGHT OFFICE PROPOSES TO REDEFINE
“CLAIMANT”
The Copyright Office is proposing amend its regulations
to restrict the definition of “claimant” for purposes of copy-
right registration to include only the author of the work,
or a person or organization that has obtained ownership of
all of the exclusive rights initially belonging to the author.
The proposed change in regulations would arise in situa-
tions where an author has made a transfer of some but not
all rights to a particular person or organization, for
example, transferring the right of public performance but
not the right of reproduction. In such cases, the party that
owned the right of public performance would not be
eligible to be a “claimant” for purposes of registering the
work. The Federal Register notice explains the proposed
change at more length and can be found at http://
copyright.gov/rulemaking/claimantfn/. 

TRADEMARK GRUNT?
Elsewhere in Kentucky, a personal injury law firm has
incorporated a testimonial by a rapper and what Staci
Zaretsky, reporting in Above the Law, calls the rapper’s
“trademark grunt.” Read the article here: http://
abovethelaw.com/2014/09/personal-injury-law-firm-
convinces-famous-rapper-to-star-in-its-commercials/.
There’s no indication that this is a registered trademark.

SIRIUS AND THE TURTLES
In a recent case, the 1960s band The Turtles challenged the
use of its music without payment of royalties by Sirius XM
Radio. Sirius contended that pre-1972 recordings can be
performed and broadcast without permission. However,
U.S. District Court Judge Philip Gutierrez noted that
Federal preemption of copyright does not apply to sound
recordings fixed before February 15, 1972, and granted
summary judgment to the plaintiffs with regard to public
performance of their works, based on theories of conver-
sion and misappropriation under California’s Unfair
Competition Law. The full text of the opinion is repro-
duced here: https://www.scribd.com/doc/240691364/
Flo-Eddie-v-Sirius-XM-Order-on-MSJ and here:

http://online.wsj.com/public/resources/documents/2014_
0923_siriusruling.pdf.

COPYRIGHT OFFICE TO STUDY COPYRIGHT
LICENSING METHODS
The United States Copyright Office has announced that it
is undertaking a study to evaluate the effectiveness of
existing methods of licensing music (more at http://copy-
right.gov/docs/musiclicensingstudy/). The Office will
solicit written comments and hold public meetings to
obtain the views of stakeholders and the public on music
licensing issues. The Office will use the information gath-
ered during the study to report to Congress.

ORPHAN WORKS
The Copyright office is seeking a solution to the problem of
“orphan works,” where uncertainty as to the ownership of
works delays and impedes use of the work by good faith users
and creates liability concerns. The Copyright Office held
hearings in March 2014. For more on this subject, including
links to public comments, Congressional testimony, and
proposed legislation, see http://copyright.gov/orphan/.

USPTO LAW SCHOOL CLINIC CERTIFICATION PILOT
PROGRAM
The USPTO has developed a Law School Clinic Certifi-
cation Pilot program. The program allows law students in
clinic programs at participating law school to practice
patent and trademark law before the USPTO under strict
guidance of a law school faculty clinic supervisor.  Under
this program, the Director of the USPTO’s Office of
Enrollment and Discipline grants participating law
students limited recognition to practice before the Office.
A total of 47 law schools are participating in the program,
including the University of Tennessee and Vanderbilt,
which both have programs on trademarks.

USPTO REGIONAL OFFICES
The U.S. Patent and Trademark Office announced that its
regional offices — in Dallas, Denver, Detroit, and Silicon
Valley — will be made permanent. http://www.uspto.gov/
patents/init_events/executive_actions.jsp#heading-6

COPYRIGHT OFFICE FEE HIKE
The Copyright Office proposes to raise its fees. However,
the fee for an individual copyright registration is not
expected to rise. Fees are posted at http://copyright.gov/
docs/fees.html.

WIPO GLOBAL BRAND DATABASE
The World Intellectual Property Organization (WIPO)
provides a Global Brand Database to facilitate searching of
“internationally protected trademarks, appellations of origin
and armorial bearings, flags and other state emblems as well
as the names, abbreviations and emblems of intergovern-
mental organizations.” The free service gives access to
multiple collections. It’s always good to check out what has

News
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MYANMAR CONSIDERS UPGRADING ITS INTELLEC-
TUAL PROPERTY SYSTEM
Myanmar (Burma) is working to upgrade its intellectual
property system. Recent activities include U.S. Govern-
ment-sponsored intellectual property training for judges
(see photo). Plans are also under way to adopted stronger
laws on patents, trademarks, industrial designs, and copy-
right and related rights. 

Myanmar Workshop on International Best Practice for
the Role of Courts to Protect Intellectual Property,July
2014. Speakers included U.S. District Court Judge Janet
Arterton, 7th from left, and Third Circuit Court of
Appeals Judge Kent Jordan, not shown. 

WTO NEWS
Yemen became the 160th WTO Member on 26 June
2014, and the Seychelles are positioned to become WTO
Member no. 161. 

WTO members negotiating Seychelles’ accession agreed
on the terms of the country’s WTO membership on
October 17, 2014. The decision now goes to the WTO
General Council, where WTO admission requires formal
approval of all 160 WTO members. Final action is expected
in December. The Seychelles first applied for WTO
membership on May 8, 1995. A decision by the General
Council will conclude more than 18 years of negotiations. 

Four more WTO Members have accepted a proposed
amendment to the TRIPS Agreement. The amendment
would make permanent a waiver that provides for the
possibility of a two-country compulsory license for phar-
maceutical patents. Under this arrangement, a compulsory
license can be justified on the basis of an urgent need in a
country that lacks manufacturing capacity and the need
can be filled by another country that has the capacity. The
latest to ratify are the Central African Republic (13 January
2014); Turkey (14 May 2014); Botswana (18 June 2014);

and Uruguay (31 July 2014). The United States was the
first WTO Member to ratify this proposal (17 December
2005). The amendment will become effective when two-
thirds of WTO Members ratify it. These latest ratifications
bring the total to 53, about half of the 107 needed for rati-
fication. This measure has been pending since 2005. The
deadline for ratification has been extended to 2015. 

The United States has called for an end to the mora-
torium on “non-violation” disputes under the TRIPS
Agreement. 

A non-violation case arises in the WTO when one
country challenges the legality of another’s actions, if it
feels it is deprived of an expected benefit, even if no actual
agreement or commitment has been violated. Non-viola-
tion disputes are allowed for goods and services, but not
in intellectual property under a temporary agreement (the
“moratorium”) that has been extended several times. The
most recent two-year extension was agreed at the Bali
Ministerial Conference in December 2013.

Read more about this subject at http://www.wto.org/
english/news_e/news14_e/trip_ss_11jun14_e.htm#others. 

TREATY 
Two new intellectual property treaties have been adopted
at WIPO, and the ratification process is now open for
both. Interested parties can play the treaty equivalent of
“Will it float?” by watching to see whether these new
agreements obtain the necessary number of accessions or
ratifications to take effect. So far, our latest two have not
sunk to the bottom, but they have not bobbed to the
surface, either.

The Marrakesh Treaty to Facilitate Access to Published
Works for Persons Who Are Blind, Visually Impaired or
Otherwise Print Disabled was adopted on June 27, 2013
and will enter into force three months after 20 eligible
parties deposit their instruments of ratification or acces-
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already been registered, but this service looks like a partic-
ularly good resource for clients and potential clients who
are considering adopting a mark that they saw during their
vacation as well as businesses that may be thinking of
exporting to foreign markets. The Global Brand database
allows free of charge, simultaneous, brand-related searches
across multiple collections. http://www.wipo.int/reference/
en/branddb/ 

WIPO PEARL 
WIPO also offers a “multilingual terminology portal” that
provides access to scientific and technical terms derived
from patent documents.   The aim of this portal is to
promote accurate and consistent use of terms across
different languages, as well as making it easier to search and
share scientific and technical knowledge. The database was
developed by WIPO. It contains 14,951 concepts and
91,152 terms and is expanding. The portal is available in
10 languages: Arabic, Chinese, English, French, German,
Japanese, Korean, Portuguese, Russian and Spanish.
Content has been validated and is integrated with the
PATENTSCOPE search facility. Check it out at
http://www.wipo.int/wipopearl/search/home.html.

SMITHSONIAN TO SHOWCASE AMERICAN INNOVATION
The Smithsonian Institution and the USPTO have agreed
to a 5-year collaboration to develop programs and exhibi-
tions showcasing American innovation. Planned activities
include an intellectual property exhibition at the National

Museum of American History and an Innovation Festival
at the American Art and National Air and Space museums.
The first joint event will be a weekend festival at the
National Air and Space Museum Nov. 1 - 2, featuring
breakthrough patented American technology and hands-
on educational events. Additional details will be released
once confirmed. To learn more about upcoming events,
visit www.smithsonian.com/innovate. Also check out
Smithsonian Magazine online, which features articles on
various American innovations. Themagazine includes a
short but interesting article by Ian Frazier on the John
Deere plough and why it succeeded where others failed at
http://www.smithsonianmag.com/history/john-deere-was-
a-real-person-his-invention-changed-the-country-
4017033/. IP

News (continued from page 3)

sion. A total of 80 countries have signed to date — more
than 50 of them on June 28, 2013 — but few have ratified
or acceded. So far, the total is two, as India ratified on June
24, 2014, and El Salvador ratified on October 1, 2014.

The Beijing Treaty on Audiovisual Performances,
adopted on June 24, 2012, is doing slightly better,
although it has had a longer time for countries to deposit
instruments of accession or ratification. The Beijing Treaty
will take effect after 30 eligible parties deposit their instru-
ments of accession or ratification. Here again, the treaty
got off to a great start, with 48 of its 71 signatories signing
on June 26, 2012. So far, however, it has chalked up a total
of 5 accessions or ratifications. The Syrian Arab Republic
was first, ratifying on March 18, 2013, followed by
Botswana, which ratified on November 20, 2013; Slovakia
which acceded on May 22, 2014; Japan, which acceded
on June 10, 2014; and most recently, China, which rati-
fied on July 9, 2014. 

Both treaties have a long way to go before they will take
effect — if, indeed, they ever receive the required number
of ratifications.

NIUE NEWEST WIPO MEMBER 
On October 8, 2014, the Government of Niue deposited
its instrument of accession to the Convention Establishing
the World Intellectual Property Organization. Its member-
ship will become effective in the new year, on January 8,

2015, when Niue will become the newest WIPO member.

OAPI JOINS UPOV
The African Intellectual Property Organization (known as
OAPI for its French acronym) has joined the 1991 Act of
the Union for the Protection of New Plant Varieties
(known as UPOV for its French acronym). Its member-
ship became effective on July 10, 2014. OAPI primarily
serves francophone Africa. Its members are Benin, Burkina
Faso, Cameroon, Central African Republic, Comores,
Congo, Côte d’Ivoire, Gabon, Guinea, Guinea Bissau,
Equatorial Guinea, Mali, Mauritania, Niger, Senegal,
Chad and Togo.

NOTIFICATIONS REGARDING THE BUDAPEST TREATY
The European Patent Office has notified WIPO of
changes in the list of kinds of microorganisms accepted
for deposit by the Leibniz-Institut DSMZ-Deutsche
Sammlung von Mikroorganismen und Zellkulturen
GmbH (DSMZ), a recognized depositary under the
Budapest Treaty on the International Recognition of the
Deposit of Microorganisms for the Purposes of Patent
Procedure, as well as changes in fees. The new fee schedule
will take effect on January 1, 2015. See the full notifica-
tion at http://www.wipo.int/treaties/en/notifications/
budapest/treaty_budapest_301.html IP

“Think left and think right
and think low and think high.
Oh, the thinks you can think up
if only you try!”

— Dr. Seuss (Theodor Seuss Geisel) in 
Oh, the Thinks You Can Think!


